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DETAILED ACTION 

Acknowledgements 

1. This Office Action is in reply to: 1) Applicants' response filed 1 1 May 201 1 ("First 201 1 
May Response"), and 2) Applicants' response filed 24 May 201 1 ("Second 201 1 May 
Response"). 

2. Claims 11, 13-15, 19, 20, 32, 34, 36, 37, 41-49, 53-59, and 61-63 are pending and have 
been examined. 

3. This Office Action is assigned Paper No. 201 10722. This Paper No. is for reference 
purposes only. 

Specification 

4. The substitute specification filed 28 June 2006 is acknowledged and hereby entered . 

Claim Rejections - 35 USC §112, First Paragraph 

5. The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

(a) The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by the inventor of carrying out his 
invention. 



6. Claims 43-49 are rejected under 35 U.S.C. § 1 12, first paragraph, as failing to comply 
with the written description requirement. 
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7. The claims contain subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventors, at the time the 
application was filed, had possession of the claimed invention. 

Regarding Claims 43-49 

8. Claim 43 recites (in part) "upon the dongle becoming lost or defective, sending the 
parameters to a central management computer, thereby causing the central management 
computer to send the parameters associated with authorization codes of a first of the at least two 
licensors only to a second computer associated with the first licensor and not sending to the 
second computer parameters associated with authorization codes of any of the other of the at 
least two licensors." 

9. The Examiner has carefully reviewed Applicants' original disclosure and cannot locate 
support for an act of "sending the parameters to a central management computer, thereby causing 
the central management computer to send the parameters ... to a second computer associated 
with the first licensor." The closest support appears to be in [0034], which recites "[t]he entire 
security file is sent to the central management computer during the process of restoring one or 
more authorization codes." However, this does not support the limitations of "sending. . ., 
thereby causing the central management computer to send. . ." (emphasis added). In fact, in 
[0034], after the security file is sent, Applicants' make clear that the "management server then 
reads the license parameters and the licensor from the security file," however there is no 
indication that the sending of the security file is "thereby causing" the management computer to 
do anything, let alone causing it to send the parameters to the second computer. As described in 



Application/Control Number: 10/584,788 Page 4 - 201 10722 

Art Unit: 3621 

[0034], it is the management computer that causes the data to be sent to the second computer 
(i.e. , licensor), not the sending of the security files as claimed. 

Claim Rejections - 35 USC §112, Second Paragraph 

10. The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

11. Claims 34, 36, 37, 41-49, 53-59, and 61 are rejected under 35 U.S.C. §112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which Applicants regard as the invention. 

Regarding Claims 34. 36. 37. 41. and 42 

12. Claim 34 recites (in part) "A computer readable medium, excluding signals, storing 
instructions that, when read by a computer, cause the computer to execute a process for restoring 
authorization codes assigned to a licensee by a plurality of licensors for a replacement dongle, 
the method comprising: storing on a first computer... the central management computer 
receiving . . . ." Claim 34 is indefinite because it is unclear whether the "first computer" is the "a 
computer" or the "central management computer" is the "a computer." 

13. The Examiner recommends redrafting the claim in the form of claim 53, which describes 
media having two processes: one performed by a first computer, and one performed by a central 
management computer. 
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Regarding Claims 43-49 

14. Claim 43 recites (in part) "upon the dongle becoming lost or defective, sending the 
parameters to a central management computer, thereby causing the central management 
computer to send the parameters associated with authorization codes of a first of the at least two 
licensors only to a second computer associated with the first licensor and not sending to the 
second computer parameters associated with authorization codes of any of the other of the at 
least two licensors." 

15. Claim 43 is a method claim. Claim 43 is indefinite because it is unclear whether the 
"thereby causing the central management computer to send the parameters associated with 
authorization codes. . ." constitutes a method step required for anticipation/infringement or is the 
intended result of the positively recited step of "sending the parameters to a central management 
computer." 

16. Furthermore, in the case where the "causing. . ." does constitute a method step, claim 43 is 
indefinite because of the following reasons: 

a. In addition to the limitation noted above, claim 43 also recites "after sending the 
license parameters, receiving a restored authorization code from. . . ." 

b. Claim 43 is indefinite because it is unclear whether the "after sending the 
parameters" is referring to the "sending the parameters to a central management computer" or the 
"thereby causing the central management computer to send the parameters. . .," or to both. 
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Regarding Claims 53-59 and 61 

17. Claim 53 recites (in part) "reading parameters from a first dongle. . .," "receiving[,] at the 
central management computer[,] parameters," and "sending parameters associated with 
authorization codes of a first of the at least two licensors only to a second computer. . . ." First, 
claim 53 is indefinite because it is unclear whether the read parameters are the same as the 
parameters received at the central management computer. Second, claim 53 is indefinite 
because it is unclear whether the read parameters are the same as the parameters sent to the 
second computer. Third, claim 53 is indefinite because it is unclear whether the parameters 
received at the central management computer are the same as the parameters sent to the second 
computer. 

18. The Examiner finds that because the claims are indefinite under 35 U.S.C. § 1 12, second 
paragraph, it is impossible to properly construe claim scope at this time. However, in accordance 
with MPEP §2173.06 and the USPTO's policy of trying to advance prosecution by providing art 
rejections even though these claims are indefinite, the claims are construed and the prior art is 
applied as much as practically possible. 
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Claim Rejections - 35 USC §102 

19. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in ( 1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by 
the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United States and was published 
under Article 21(2) of such treaty in the English language. 

20. Claims 43-49, as understood by the Examiner, are rejected under 35 U.S.C. § 102(e) as 
being anticipated by Cronce et al. (U.S. 7,032,240 Bl) ("Cronce"). 

Regarding Claims 43-49 

21. Cronce discloses reading parameters from a first dongle ("portable authorization device 
140"), which is connected via an interface ("host system interface circuit 145") to a first 
computer used by a licensee ("host system 110") and stores a plurality of original authorization 
codes from different ones of a plurality of licensors ("authorization information" from multiple 
vendors), each of the parameters being associated with one of the plurality of authorization codes 
and one of the plurality of licensors ("reconstruction data" associated with the multiple vendors) 
(see at least c. 5, 11. 17-34; c. 7, 11. 35-50; and c. 22, 1. 55 - c. 23, 1. 24); and storing on the first 
computer the parameters read from a first dongle (see at least c. 22, 1. 55 - c. 23, 1. 24). The 
remaining steps are met anytime the dongle is not lost or defective. 
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Claim Interpretation 

22. The Examiner hereby adopts the following definitions under the broadest reasonable 
interpretation standard. In accordance with In re Morris, 127 F.3d 1048, 1056, 44 USPQ2d 
1023, 1029 (Fed. Cir. 1997), the Examiner points to these other sources to support his 
interpretation of the claims. Additionally, these definitions are only a guide to claim terminology 
since claim terms must be interpreted in context of the surrounding claim language. Finally, the 
following list is not intended to be exhaustive in any way: 

c. causing " 1 . ... resulting] in." The American Heritage® Dictionary of the English 
Language , 4th ed. Boston: Houghton Mifflin, 2000; and 

d. cause "1. b. The one, such as a person, event, or condition, that is responsible for 
an action or result." Id. 

Allowable Subject Matter 

23. Claims 11, 13-15, 19, 20, 32, 62, and 63 are allowed. 

Response to Arguments 

24. Applicants' arguments with respect to the currently rejected claims have been considered 
but are moot in view of the new grounds of rejection. 

Conclusion 

25. Applicants' amendment filed in the First 201 1 May Response necessitated the new 
grounds of rejection presented in this Office Action. Accordingly, THIS ACTION IS MADE 
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FINAL. See MPEP § 706.07(a). Applicants are reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

26. Because this application is now final, Applicant are reminded of the USPTO's after final 
practice as discussed in MPEP §714.12 and §714.13 and that entry of amendments after final is 
not a matter of right. "The refusal of an examiner to enter an amendment after final rejection of 
claims is a matter of discretion." In re Berger, 279 F.3d 975, 984, 61 USPQ2d 1523, 1529 (Fed. 
Cir. 2002) (citations omitted). Furthermore, suggestions or examples of claim language provided 
by the Examiner are just that — suggestions or examples — and do not constitute a formal 
requirement mandated by the Examiner. Unless stated otherwise by an express indication that a 
claim is "allowed," exemplary claim language provided by the Examiner to overcome a 
particular rejection or to change claim interpretation has not been addressed with respect to other 
aspects of patentability {e.g. § 10 1 patentable subject matter, § 1 12, first paragraph written 
description and enablement, §112, second paragraph indefiniteness, and §102 and §103, prior 
art). Therefore, any claim amendment submitted under 37 C.F.R. §1.116 that incorporates an 
Examiner suggestion or example or simply changes claim interpretation will nevertheless require 
further consideration and/or search and a patentability determination as noted above. 

27. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 



Application/Control Number: 10/584,788 Page 10 - 201 10722 

Art Unit: 3621 

however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

28. Any inquiry of a general nature or relating to the status of this application or concerning 
this communication or earlier communications from the Examiner should be directed to Jacob C. 
Coppola whose telephone number is (571) 270-3922. The Examiner can normally be reached on 
Monday-Friday, 9:00 a.m. - 5:00 p.m. If attempts to reach the Examiner by telephone are 
unsuccessful, the Examiner's supervisor, Andrew Fischer can be reached at (571) 272-6779. 

29. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, please contact the Electronic Business Center (EBC) at (866) 217-9197 (toll-free). 



/JACOB C. COPPOLA/ 
Patent Examiner, Art Unit 3621 
22 July 2011 

/JAMES A REAGAN/ 

Primary Examiner, Art Unit 3621 



